REMARKS 

Claims 1 and 2 are pending in this Application. The Office Action rejected Claim 
1 under 35 U.S.C. § 102(b). The Office Action also rejected Claims 1 and 2 under 35 
U.S.C. § 103(a). Applicant has amended Claim 1. Applicant respectfully requests 
reconsideration of pending Claims 1 and 2 in light of the amendments and following 
remarks. 

Rejection of Claim 1 under 35 U.S.C. § 102(b) 

The Office Action rejected Claim 1 under 35 U.S.C. § 102(b) as being anticipated 
by U.S. Patent No. 4,829,601 to Spanier ("Spanier"). Specifically, the Office Action 
stated that Spanier teaches all elements of Claim 1 including an elongated cylindrical 
sleeve portion, and an exterior face having features from a character below the eyes. 
Applicant respectfully disagrees with the Office Action that Spanier discloses an exterior 
face having features below the eyes. 

While Claim 1 recites an exterior which contains character features below the 
eyes, excluding the character's eyes, Spanier discloses an exterior face containing all 
character features, including the character's eyes. Figure 1, Col. 2, 11. 57-61. Prior to its 
amendment, Claim 1 recited that the "character generally including eyes and facial 
features below the eyes, said indicia comprising said facial features below the eyes." 
Hence, Claim 1 indicated that the character has both eyes and facial features below the 
eyes but the indicia only contains facial features below the eyes. Applicant has amended 
Claim 1 to further clarify that the features in the indicia do not include the character's 
eyes. As discussed in the specification, the function of the exterior character design is to 
entice and attract children to wear the neck warmer by dressing up in a facial costume, or 
mask. By not including the character's eyes, and including other features below the eyes, 
the neck warmer serves the function of a mask, where a child can pretend to be the 
character. Conversely, including both the character's eyes and other features below the 
eyes, as is recited in Spanier, defeats the function of the neck warmer as a mask and thus 
decreases it's effectiveness in enticing a child to use such winter garment. Therefore, 
Spanier does not comply with the recitation of claim 1 indicating that the characters eyes 
are excluded from being represented in the indicia on the exterior surface. Hence, Claim 
1 is allowable over Spanier for at least this reason alone. 
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Rejection of Claims 1 and 2 under 35 U.S.C. $ 103(a) 

The Office Action rejected Claims 1 and 2 under 35 U.S.C. § 103(a) as being 
unpatentable over Patagonia (Synchilla neck gaiter) ("Patagonia"). Specifically, the 
Office Action stated that Patagonia provides a neck warmer having an elongated 
cylindrical portion with an exterior portion having an indicia just below the upper rim. 
The Office Action further stated that is would have been obvious to one of ordinary skill 
in the art to have provided the indicia taking any possible form, including the form 
recited by Claim 1, since it is a well known means to provide aesthetic appeal to the 
garment. The Office Action also stated that any indicia is obvious since the indicia does 
not affect the structure of the neck warmer, and therefore it still functions in the same 
way. Hence, the Office Action stated that it would have been obvious for the indicia to 
be facial features as long as the neck warmer is an elongated cylindrical sleeve which fits 
around a wearers neck. Applicant disagrees with the Office Action that it would have 
been obvious to include any indicia since the function of the neck warmer is affected by 
the indicia, as discussed below. 

Without the indicia as recited by Claim 1, the function of the neck warmer as a 
garment for warming a child's neck would be significantly altered. The Office Action 
argument can be distilled to stating that visual elements of a product can never contribute 
to patentability since the structure and function of the product do not change. First, 
Applicant respectfully point to U.S. Patent No. 4,928,321 to Dobson ("Dobson"), which 
is directed to a child hood, used as part of a coat, which includes animal face and ears. 
The animal face features on the back of the hood of Dobson clearly do not affect the 
structure of the hood or the coat. Second, the function of the neck warmer recited by 
Claim 1 is to entice a child to wear a neck warmer, not merely warm a wearers neck, as 
with prior art garments. This function is accomplished by providing the specifically 
recited indicia, i.e., features of a character below the eyes, not including the eyes. Thus, 
in the same way that the toddler bib of Spanier not only serves to protect clothing during 
feeding but also "keeps the toddler playfully occupied during feeding, thereby facilitating 
feeding for today's busy parents" (Col. 1, 11. 13-18), the neck warmer of the present 
invention not only warms the child's neck but also serves to entice the child to don the 
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warmer because of the included character features. Therefore, the character features of 
the neck warmer of Claim 1 support a function of the neck warmer and are therefore not 
obvious in view of Patagonia or the prior art in general. Hence, Claim 1 is not obvious in 
view of Patagonia. 

Claim 2 is dependent from claim 1 and is believed patentable, among other 
reasons, by virtue of such dependency. 
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SUMMARY 

Applicant has amended Claim 1 and has submitted remarks in support of Claims 1 
and 2. In view of the forgoing supporting remarks and amendments, Applicant 
respectfully requests allowance of pending claims 1 and 2. 

If the Examiner wishes to direct any questions concerning this application to the 
undersigned Applicant's representative, please call the number indicated below. 
Dated: November 18, 2004 

Respectfully submitted, 




Attorneys for Applicants 
(212) 735-3000 

Skadden, Arps, Slate, Meagher & Flom LLP 
Four Times Square 
New York, NY 10036 



5311 63-New York Server 4A - MSW 



A5 



